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Response to Arguments 

Applicant's arguments filed on 1/31/08 have been fully considered but they are 
not persuasive. 

Argument #1 

Applicant argues that Mills et al. (US 2004/0048503) fails to disclose "storing a 
plurality of location identifiers comprising a location of a removable memory" 
Examiner respectfully disagrees. 

"Location identifiers" or indexes are inherent features in all memory or storage 
including Mills removable memory for pointing the stored data. 

In Computer Dictionary, by Microsoft Press third Edition, Index (or so called 
location identifier) is defined as "a listing of keywords and associated data that point to 
the location of more comprehensive information, such as files and records on a disk or 
record keys in a database ." Or "in data storage and retrieval, to create and use a list or 
table that contains reference information pointing to stored data ." 

Therefore, the Mills memory must inherently contain or store the indexes such as 
reference characters or numbers, filenames, indicators for indicating the location of the 
memory or pointing or locating the data for the retrieval and playback. Particularly, the 
underlined shows that files and records on a disk and table that contains reference 
information. Any skilled in the files and recording along with the index or identifier are 
stored and the reference information along with the index or identifier is stored in the 
table. 

The following citations in Mills support Examiner's initial positions: 
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1) In paragraph [0161], lines 4-6, Mills teaches "a player uses the removable 
memory to store and playback digitally encoded media such as music, audio, or video." 

2) In paragraph [0171], lines 6-10, Mills teaches "application is receiving location 
data (I/O data-com link to GPS receiver), retrieving map data ...." 

As shown above, Mills teaches that the encoded file and map data can be played 
back or retrieved. It supports Examiner's initial position indicating Mills must comprise 
the so called location identifiers being stored to locate or point out the files in order to 
playback or retrieving the stored data. 

Argument #2 

Applicant argues that Mills fails to disclose "in response to a user selection of a 
file to copy to said removable memory, associating said location identifier of said 
removable memory with said file." 

Examiner respectfully disagrees. 

The main concept of Mills invention is directed to a memory expansion module 
(adaptor) connected to a portable device such as PDA, digital cell phone or handheld 
devices. It is no doubt that all PDAs, digital cell phone or handheld devices including 
Mills provide an user interface to user to select the file he or she wants to copy to a 
memory card through a memory expansion module. 

The following citations in Mills support Examiner's initial positions: 
1) In paragraph [0078], Mills teaches that his invention is "for use with a PDA and 
digital cell phone ". And "an expansion memory coupled to the expansion module/card 



Application/Control Number: 1 0/021 ,494 Page 4 

Art Unit: 2163 

provides storage for Internet downloads . ". The "downloads may include email, MPS 
audio, or streaming video, which is stored to non-volatile expansion memory." 

2) In paragraph [0046], lines 16-21 , Mills teaches "PDA to provide user interface 
functions using the display and input devices of the PDA for controlling the storing and 
playback of digitally encoded media." 

3) In paragraph [0035], lines 12-24, Mills teaches "the present invention ... 
permitting easy user field selection and upgrades of memory used in conjunction with 
the expansion card." 

4) In paragraph [0159], lines 11-16, Mills teaches "The use of labeled, color- 
coded . . . may provide the best solution for ease of use for users needing to select a 
particular program or data set from many reconfiguring an application specific 
expansion card." 

As shown above, it is believed that the PDA or handheld connected with Mills 
invention can provide user interface or functions to select a file such as email, MP3 
audio, streaming video for downloads, and store them to a field selected by user in an 
expansion memory. Each file such as email, MPS audio, streaming video must be 
identified by a filename, indicator, icon or a string of characters displayed on the PDA 
for user to select for storing in the memory. Therefore, "in response to a user selection" 
does exist in Mills. 

In addition to the details in the explanation discussed in Argument #1 , Mills must 
comprise indexes as location identifiers associated with the file in order to point or 
retrieve the stored data. Since, Mills can provide user interface functions to user on the 
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display to control the storing and playback the files, each file must have a name or 
identifier for identifying the file. Therefore, Mills meets "associating said location 
identifier of said removable memory with said file." 

Argument #3 

Applicant restates Examiner's wording "Mills does not disclose any human 
intervene [sic] in the copying process." to reiterate that Mills fails to teach or suggest the 
limitations of "in response to a user selection of a file to copy..." 

Applicant misunderstood Examiner's wording. 

For clarification, "the copying process" as pointed out by Examiner means the 
period of time when the files are being copied to the memory. Before the "copying 
process" or the files are being copied, the user still has a choice to select the files on the 
display of the PDA or handheld for storing (as discussed in the response above in 
Argument #2), and then the files are copied to the memory during the "copying 
process". 

Argument #4 

Applicant argues that Wu (USP 6,442,570) fails to disclose "displaying said 
plurality of location identifiers on a display of said portable device." 

Although Examiner does not admit that the limitation is absent in Wu, Wu is 
replaced by Payne in the current rejection because Payne has a clearer picture showing 
the limitation. 

Drawing 

Drawings filed on 10/30/2004 are objected because they are informal drawings. 
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Claim Rejections - 35 U.S.C. 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 33-60 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Regarding Claim 33, line 2, "storing a plurality of location identifiers comprising a 
location identifier of a removable memory" and line 6, "associating said location 
identifier of said removable memory with said file" are not taught in the specification to 
enable one skilled in the art to exactly make and/or use the invention. Further, "location 
identifier" is not defined. 

Regarding Claim 39, line 4, "storing a plurality of location identifiers comprising a 
location identifier of a removable memory" and line 8, "associating said location 
identifier of said removable memory with said file" are not taught in the specification to 
enable one skilled in the art to exactly make and/or use the invention. Further, "location 
identifier" is not defined. 

Regarding Claim 45, line 4, "storing a plurality of location identifiers comprising a 
location identifier of a removable memory" and line 8, "associating said location 
identifier of said removable memory with said file" are not taught in the specification to 
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enable one skilled in the art to exactly make and/or use the invention. Further, "location 
identifier" is not defined. 

Regarding Claim 51 , line 2, "storing a plurality of location identifiers comprising a 
location identifier of a removable memory" and line 7, "associating said location 
Identifier of said removable memory with said file" are not taught in the specification to 
enable one skilled in the art to exactly make and/or use the invention. Further, "location 
identifier" is not defined. 

Regarding Claim 56, line 4, "storing a plurality of location identifiers comprising a 
location identifier of a removable memory" and line 9, "associating said location 
identifier of said removable memory with said file" are not taught in the specification to 
enable one skilled in the art to exactly make and/or use the invention. Further, "location 
identifier" is not defined. 

Claims 34-38, 40-44, 46-50, 52-55, 57-60 are rejected by virtue of their 
dependency on claims 33, 39, 45, 51, 56. 

Claim Rejections - 35 U.S.C. 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
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Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 33, 34, 39, 40, 45, 46, 51, 52, 56, 57 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Mills et al. (US 2004/0048503), a continuation of 09/439,966. 

Regarding Claim 33 , Mills et al discloses storing a plurality of location identifiers 
comprising a location identifier of a removable memory (inherently storing the identifiers 
or indexes of the files for retrieval) (See Response in Argument #1 ), said removable 
memory detachably coupled to a portable electronic device (page 3, paragraphs [0035]- 
[0038]), in response to a selection of a file to copy to said removable memory, 
associating said location identifier of said removable memory with said file (See 
paragraphs [0035] lines 12-24, [0046] lines 16-21, [0078], [0159] lines 11-16 and 
Response in Argument #2), and in response to said associating, automatically copying 
said file to said removable memory (paragraphs [0045], [0046] and the Response in the 
Argument #2 in the Final Rejection dated 10/31/07). 

Regarding Claim 34, Mills et al discloses removable memory is SD (Secure 
digital) card, a MMC ... a Smart Media card. (See page 5, paragraphs [0051]-[0052], 
page 4, paragraph [0044] and paragraph [0057], [0058]). 

Regarding Claims 39, 45, 51 , 56, these claims are rejected on grounds 
corresponding to the arguments and rejection given above for rejected claim 33 is 
similarly rejected. 
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Regarding Claims 40, 46, 52, 57, these claims are rejected on grounds 
corresponding to the arguments and rejection given above for rejected claim 34 is 
similarly rejected. 

Claim Rejections - 35 U.S.C. 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 35-38, 41-44, 47-50, 53-55, 58-60 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Mills at al. (US 2004/0048503), a continuation of 09/439,966, in 
view of Payne et al. (USP 7,003,327). 

Regarding Claims 35-37, Mills teaches "PDA's display/input-tablet provides for 
virtual controls and visual indicators for the application" (paragraph [0147]) and "perform 
0/S related functions in conjunction with expansion modules" (paragraph [0149]). 

Although Mills does not literally disclose displaying said plurality of location 
identifiers comprising texts or icons, Payne (7,003,327) teaches a mobile device (Col. 3, 
line 55 to Col. 4, line 4) embodying an advantage such as displaying the identifiers for 
retrieving information (the word "retrieving" indicates the information has been stored). 
Payne also discloses, for instances, email contact identifiers (in text) (Col. 11, lines 13- 
20), and visual identifiers (in icons) (272, 274, 276, 278, 280, 284, 270) on the display of 
the cell phone (in Figure 2G). Further, since Payne displays the identifiers, such 
identifiers are also at least stored in the RAM before being displayed. 
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It would have been obvious to one of ordinary skill in the art to provide identifiers 
or icon as location identifiers in the PDA, digital cell phone or handheld device using 
with the expansion card of Mills in order to provide advantageous convenient way for 
user as taught by Payne to select the files for retrieval or storage. Such "displaying a 
plurality of location identifiers..." would have given those skilled in the art the tools to 
process issues regarding portable devices more efficiently. This gives user the 
advantage of copying data to the proper more accurately. 

Regarding Claim 38, Mills teaches "PDA's display/input-tablet provides for virtual 
controls and visual indicators for the application" (paragraph [0147]) and "perform 0/S 
related functions in conjunction with expansion modules" (paragraph [0149]). 

Although Mills does not literally disclose displaying a visual indicator associated 
with files, Payne (7,003,327) teaches a mobile device (Col. 3, line 55 to Col. 4, line 4) 
embodying an advantage such as displaying the Identifiers for retrieving information (the 
word "retrieving" indicates the information has been stored). Payne also discloses, for 
instances, icons identifiers (272, 274, 276, 278, 280) and other identifiers (284, 270) on 
the display of the cell phone (in Figure 2G) for users to choose. Further, since Payne 
displays the identifiers, such identifiers are also at least stored in the RAM before being 
displayed. 

It would have been obvious to one of ordinary skill in the art to provide icon 
identifiers as visual indicators display in the PDA, digital cell phone or handheld device 
using with the expansion card of Mills in order to provide advantageous convenient way 
for user as taught by Payne to select the files for retrieval or storage. Such "visual 



Application/Control Number: 1 0/021 ,494 Page 1 1 

Art Unit: 2163 

indicator" would have given tliose skilled in the art the tools to process issues regarding 
portable devices more efficiently. This gives user the advantage of copying data to the 
proper more accurately. 

Regarding Claims 41-43, 47-49, 53-54, 58, 59, these claims are rejected on 
grounds corresponding to the arguments and rejections given above for rejected claims 
35-37 are similarly rejected. 

Regarding Claims 44, 50, 55, 60, these claims are rejected on grounds 
corresponding to the arguments and rejection given above for rejected claim 38 is 
similarly rejected. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Computer Dictionary, by Microsoft Press third edition, page 247. 
Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Wilson Lee whose telephone number is (571 ) 
272-1824. 

Papers related to the application may be submitted by facsimile transmission. 
Any transmission not to be considered an official response must be clearly marked 
"DRAFT". The official fax number is (571 ) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
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information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http:/7pair-direct.usptQ.qov . Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



/Wilson Lee/ 

Primary Examiner, Art Unit 2163 
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